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DETAILED ACTION 



Election/Restriction - Response to Arguments 

1 . This action is in response to the "Response to Restriction Requirement" filed 
September 2, 2005. Applicant's election with traverse of the invention of Group I, 
claims 1-8, in this reply is acknowledged. The traversal is on the grounds that: 

a. "thousands of U.S. patents have issued in which many more than two 
subclasses have been searched, and the Patent and Trademark Office cannot 
reasonably assert that a burden exists in searching only two subclasses" (reply, 
P. 2); 

and 

b. a search of all the claims would not present an undue burden, per MPEP 
803. 

These arguments have been carefully considered but not found persuasive. With 
respect to a., it is initially noted that nowhere in the Restriction Requirement mailed 
August 10, 2005 is it stated that a search of all claims would involve searching only two 
subclasses. Indeed, each of the inventions discussed in the Restriction Requirement 
would, individually, require a search of several subclasses, and the subclasses 
searched for one invention would not comprise the same set as for either of the others. 
Accordingly, with respect to b., it is respectfully disagreed that a search of all the claims 
would not present an undue burden. Furthermore, it is respectfully noted that MPEP 
803 discusses those situations wherein search and examination of an entire 
application can be made without a serious burden, whereas, in the instant case, 
examination of the entire application would require examination of claims directed 
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towards three distinct inventions, plus consideration of any amendment by applicant and 
corresponding remarks regarding these three distinct inventions throughout subsequent 
prosecution. The restriction requirement is still deemed proper and is therefore 
made FINAL. Thus, claims 9-1 1 are withdrawn from further consideration pursuant to 
37 CFR § 1.142(b), as being drawn to nonelected inventions, there being no allowable 
generic or linking claim; applicant timely traversed the restriction requirement in the 
reply filed on September 2, 2005. 

Information Disclosure Statements 

2. Receipt is acknowledged of the information disclosure statements filed 
November 21 , 2003 and June 2, 2004. As each submission is in compliance with the 
provisions of 37 CFR § 1.97, each statement has been considered, per the enclosed 
PTO-1 449 forms. 

Drawings 

3. The drawings are objected to, because in Figure 7, no "solid circle", per the 
corresponding description in the specification (see p. 30), is used. In addition, though 
repeatedly described as "a solid circle" in the Figure 7 description, note that the 
corresponding symbol is actually a blank circle (see p. 30, first and second para). 

4. Corrected drawing sheets in compliance with 37 CFR § 1.121(d), with 
amendment to the specification as necessary, are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement 
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drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of 
an amended drawing should not be labeled as "amended". If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR § 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. Any objection to the drawings will not be held in abeyance. 

Minor Informalities 

5. The disclosure is objected to, because of the following minor informalities: 

a. In claim 5, it is suggested that "reducing" be inserted prior to 
"decontamination liquid", for clarity. 

b. In claim 6, "selected from a group of should be revised as "selected from 
the group consisting of for proper Markush group language (see MPEP § 
2173.05(h)!.). 

Appropriate correction is required. 
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Specification 

6. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is therefore 
respectfully requested in correcting any errors of which applicant may become aware in 
the specification. 

Claim Rejections - 35 U.S.C. § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. § 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 2 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Said claim is considered vague, indefinite, and/or confusing, 
due to the language used to describe "the reducing-dissolving step"— i.e., "the reducing- 
dissolving step includes lowering potential of the radioactive material to a corrosion 
region of stainless steel". It is respectfully submitted that one of ordinary skill in the art 
would not be able to readily recognize what is meant by this language — which appears 
to be a literal translation into English from a foreign document— thereby rendering the 
intended scope of.claim 2 unclear. Revision in proper idiomatic English is suggested. 
Appropriate correction is required. 

9. Claim 5 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Said claim is considered vague, indefinite, and/or confusing, 
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in that "the formic acid" lacks antecedent basis. Revising claim 5 to depend upon claim 
4 would be one means of overcoming this rejection. Appropriate correction is required. 



Claim Rejections - 35 U.S.C. § 103 

10. The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over EP 

1 220 233 1 (hereinafter "EP *233") in view of GB 2 284 702 (hereinafter "GB 702"). EP 

'233 teaches methods for chemically decontaminating radioactive materials, which may 

comprise the same steps required by instant claims 1-8, with the exception of use of 

applicant's "mono-carboxylic acid dissolvent". In the "Description of the Related Art" 

section, EP '233 discloses: 

Several methods of removing the oxide film are known by now. In such 
methods, a method combining a process of oxidizing and dissolving 
chromium oxide in the oxide film by permanganic acid [(per instant claims 
1 and 6)] and a process of reducing and dissolving iron oxide which is a 
main component which is a main component of the oxide film by oxalic 
acid is learned [(per instant claims 1 and 4)]. (p. 2, para. [0004]) 

In these decontamination methods, iron ions elute in the case of the 
reduction dissolution by oxalic acid. Since oxalic acid corrodes a metal 
base of carbon steel and stainless steel, a method of adjusting the 
valence and concentration of the iron ions (Fe 2+ , Fe 3+ ) is learned in order 
to keep the corrosion potential of the stainless steel in a passivation and 
suppress the corrosion [(per instant claim 2)]. (p. 2, para. [0006]) 



1 Note that EP 1 220 233 is equivalent to both JP 2002-250794 and JP 2003-50296 cited by applicant. 
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Dissociating reduced Fe 2+ [(i.e., Fe 3+ reduced to Fe 2+ )] by a cation resin 
adjusts the concentration of the iron ion in the oxalic acid aqueous solution 
[(per instant claim 7)]. (p. 2, para. [0008]) 

Moreover, as a decomposition method of the oxalic acid after 
decontamination of the oxalic acid, a decomposition method combining 
ultraviolet rays and hydrogen peroxide is learned. ... 

H 2 C 2 0 4 + 20H(radical) -> 2C0 2 + 2H 2 0 (iv) 

[(per instant claim 8)] (p. 2, para. [0009]) 

Thus, EP '233 establishes that methods for chemically decontaminating radioactive 

materials, which comprise the same steps required by instant claims 1, 2 and 4-8, 

except for use of applicant's "mono-carboxylic acid dissolvent", were known in the art, 

at the time of applicant's invention. Furthermore, in the "Second Embodiment", EP 

'233 exemplifies chemical decontamination methods wherein: 

The experiment procedure is composed of several cycles [(per instant 
claim 3)]. As a first cycle of decontamination, a reduction process by 
using oxalic acid aqueous solution [(per instant claims 1 and 4)]... is 
performed for 5 hours. 

Next, as a second cycle of decontamination, an oxidation process of 
oxide film by using ozone aqueous solution [(per instant claims 1 and 6)]... 
is performed for 2 hours, and afterward a reduction process by using 
oxalic acid aqueous solution [(per instant claims 1 and 4)]... is performed 
for 5 hours. 

Besides, as a third cycle of decontamination, an oxidation process of 
oxide film by using ozone aqueous solution [(per instant claims 1 and 6)]... 
is performed for 2 hours, and afterward a reduction process by using 
oxalic acid aqueous solution [(per instant claims 1 and 4)]... is performed 
for 5 hours [(hence, again, as per instant claim 3)]. (p. 7, para. [0069] - p. 
8, para. [0071]). 

Still further, in the "Third Embodiment", EP '233 exemplifies chemical decontamination 
methods wherein, in the "Second Embodiment", "to avoid the corrosion, there is a 



method of raising and holding the corrosion potential of stainless steel to the passive 
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state region..." (see p. 8, para. [0081]), per instant claim 2; in the "Fifth Embodiment", 
EP '233 exemplifies "a method of reducing a Fe 3+ ion... to a Fe 2+ ion that is separated 
and collected by a cation resin by performing an electrolytic reduction" (see p. 10, para. 
[0104]), i.e., "separating and removing Fe 2+ ions and Fe 3+ ions, which have eluted into 
the reducing decontamination liquid, by cation resins", per instant claim 7; and in the 
"Sixth Embodiment", EP '233 exemplifies "decomposition of the oxalic acid... by the 
combined use of the electrolysis and ozone..." (see p. 12, para. [0162], emphasis 
added), i.e., "decomposing the di-carboxylic acid into carbon dioxide and water by the 
oxidizing decontamination liquid", per instant claim 8. Thus, EP '233 exemplifies 
methods for chemically decontaminating radioactive materials, which comprise the 
same steps required by instant claims 1-8, except for use of applicants "mono- 
carboxylic acid dissolvent". See also EP '233 claims 1 and 3-8, noting that the general 
term "organic acid" (versus the specific oxalic acid of the examples) is used therein. 
12. GB 702 teaches processes for the decontamination of metallic material, 
especially a lead or iron containing material, wherein the material is contacted with a 
decontaminating reagent solution comprising an organic acid to dissolve a 
contaminated layer of the material; the organic acid preferably comprises formic acid, 
though it may also comprise one or more other known acid solvents, including oxalic 
acid (see GB 702 abstract). The GB 702 processes also include an oxidation step, 
which "may take place at the same time as the contaminated metal dissolution... as well 
as after the dissolution... and may be effected by use of a chemical oxidising agent, eg 
a peroxide... or potassium permanganate" (see p. 2, first para.). GB 702 teaches that 
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"[a]ny contaminants associated with the metal which is dissolved will no longer be 
supported by the metal and in most cases the contaminants will themselves dissolve in 
the reagent solution" (see p. 1 , last para.). Accordingly, it would have been obvious to 
one of ordinary skill in the art, at the time of applicant's invention, to have used 
mixtures of oxalic with formic acid as the organic acid in the EP '233 methods, 
because, as just discussed, GB '702 at least generally teaches that such mixtures 
provide contaminant dissolution benefits in similar metal decontamination processes. 
When having done so, it is respectfully submitted that, absent evidence otherwise, 
methods falling within the scope of instant claims 1-8 would have obviously resulted, 
with determination of suitable relative proportions of such mixtures, per instant claim 5, 
as well as determination of how best to decompose the formic acid, per instant claim 8, 
considered to have been within the level of ordinary skill. 

Comparative Data 

13. The comparative data presented in applicant's specification (i.e., as shown in 
Figs. 8, 9 and 1 1 ) have been carefully reviewed. However, it is respectfully submitted 
that these data cannot be considered sufficient to overcome the prima facie case of 
obviousness set forth above, in that they do not appear to be within the scope of . 
applicant's claims — '"objective evidence of nonobviousness must be commensurate in 
scope with the claims which the evidence is offered to support'" (see MPEP § 
716.02(d)). In particular, these data are limited to the specific mono-carboxylic acid, 
formic acid, and the specific di-carboxylic acid, oxalic acid, whereas only instant claim 
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4 is so limited. Furthermore, these data are limited to mixtures of formic and oxalic 
acids in specific relative proportions, whereas only instant claim 5 appears to be so 
limited. Still further, the Figure 8 data are drawn towards the cation exchange resin 
aspect of applicant's invention, which is only required by instant claim 7 (and instant 
claim 7 does not require applicant's specific formic and oxalic acid mixtures), and the 
Figure 9 data are drawn towards the formic acid/oxalic acid decomposition aspect 
of applicant's invention, which is only required by instant claim 8 (and instant claim 8 
does not require applicant's specific formic and oxalic acid mixtures). 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. These references are considered cumulative to or less material 
than those discussed above. GB 2 064 852 (hereinafter "GB '852") has been cited for 
its teaching "that multicomponent organic acid decontaminating reagents which may 
include oxalic acid and which are subject to radiolytic decomposition are improved 
by incorporating formic acid in sufficient amounts to prolong the efficacy of the mixture" 
(see p. 1, lines 45-47, emphasis added); however, the EP '233 methods do not require 
the use of multicomponent organic acid mixtures, which, more importantly, do not 
appear to be subjected to radiolytic decomposition. Hence, it cannot be concluded that 
one of ordinary skill in the art would have been motivated to have combined the 
teachings of GB '852 with the teachings of EP '233, in order to have rendered methods 
falling within the scope of instant claims 1-8 prima facie obvious. Note that US 
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5,205,999 is an equivalent of EP 0 533 494 cited by applicant; US 5,832,393 is an 
equivalent of JP 7-140296 cited by applicant; US 5,958,247 is an equivalent of not only 
DE 44 10 747, but also JP 9-510784, cited by applicant; US 6,613,153 B1 is an 
equivalent of JP 2002-513163 discussed in applicant's specification; and the Yaita et al. 
patents are equivalent to JP 2000-81498 cited by applicant. 

1 5. Any inquiry concerning this communication or any earlier communications from 
the examiner should be directed to Ardith E. Hertzog at 571-272-1347. The examiner 
can normally be reached on Monday through Friday (from about 8:00 a.m. - 4:00 p.m.). 

16. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley S. Silverman, can be reached at 571-272-1358. The central fax 
number for all communications is now 571-273-8300. 

17. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. For any 
questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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